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REMARKS 

This Amendment is submitted in response to the Office Action mailed on 
July 18. 2003. Claims 1-16 are pending, claims 17-22 have been cancelled, claims 1 . 5. 
8. 1 1 , 3 and 1 6 have been amended, and claim 23 Is new. In view of the foregoing 
amendments, as well as the following remarks. Applicant respectfully submits that this 
application is in complete condition for allowance and requests reconsideration of the 

application In this reganJ. 

Applicant hereby affimns the provisional election of the claims of Group I. 
namely claims 1-16. without traverse for prosecution on the merits and without prejudice 
to filing a separate divisional application directed to non-eleded claims. 

Rejections of Claims under 35 U .S.C. S 102 

Claims 1 and 4 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 3.850.660 (Inamura et al.). The Examiner contends that 
Inamura et al. shows ail the elements of the rejected claims. Applicant respectfully 
disagrees for the reasons set forth below. 

The powder-applying apparatus of claim 1 . the only independent daim of 
this group of rejected claims, recites a powder discharge device adapted to receive 
powder and discharge the powder through an outlet and an object holder configured to 
hold the object such that the outlet is positioned within the hollow object adjacent the 
Interior surface and oriented toward the interior surface. Claim 1 further recites a 
rotating mechanism configured to engage and rotate the hollow object about an axis of 
rotation such that powder discharging from the outlet coats the interior surface as the 
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Interior surface rotates past the outlet, wherein the outlet Is oriented to discharge the 
powder ln a direction transverse to the axis of rotation and nomial to the outlet 

Contrary to the Examiner's contention. Inamura et al. does not disclose, 
teach or even suggest a powder discharge device having an outlet positioned within the 
hollow object adjacent the Interior surface. According to the Examiner. Inamura et al. 
discloses -a powder discharge apparatus (item 22). an object holder (Items 2 and 3). 
and a rotating device (not shown, recited in column 4. lines 9-20)." The powder 
discharge device (22) is located entirely outside of hollow object (A). In fad. a baffle 
(14) and a mbber pipe (1 5) are situated between the powder discharge device (22) and 
hollow object (A). Therefore, powder discharge device (22) is not located inside hollow 
object (A), much less located inside hollow object (A) adjacent its interior surface. 
Applicant's claim 1 expressly recites that the outlet of the powder discharge device is 
positioned within the hollow object adjacent its Interior surface. 

Moreover, Inamura et al. does not disclose, teach or even suggest a 
powder discharge device having an outlet oriented to discharge powder in a direction 
transverse to an axis of rotation about which the rotating mechanism is rotating the 
hollow object and normal to the outlet, as rectled In Applicant's dalm 1 . In contrast, the 
powder discharge device (22) in Inamura et al. has an outlet oriented such that powder 
is discharged figraM to the lengthwise axis of rotation about which the hollow object (A) 
is rotated. 

In order for a reference to anticipate the invention in a claim, the reference 
must teach each and every element in the precise anangement set forth in the claim. If 
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the reference fails to teach even one of the claimed elements, the reference does not 
and cannot anticipate the claimed invention. As Inamura et al. fails to disclose the 
claimed location and orientation of the outlet of the powder discharge device. Inamura 
et al. does not anticipate claim 1 . Moreover. Inamura et al. does not state any 
motivation or rationale for placing the outlet of the powder discharge device (22) inside 
of the hollow object (A) or for orienting the outlet for discharging powder transverse to 
the axis of rotation. Instead. Inamura et al. deliberately spaces the outlet of the powder 
discharge device from the interior of the hollow object and intentionally orients the outlet 
for discharging powder parallel to the axis of rotation. For at least these reasons. 
Applicant respectfully requests that this rejection be withdrawn and submits that claim 1 
is patentable. Because claim 4 depends from claim 1 . Applicant submits that this daim 
is patentable for at least the same reasons discussed above. 

Rejections of Claims u nder 35 U.S.C. S 103 

Claims 2 and 3 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Inamura et al. in view of Gillette et al. (U.S. Patent No. 5.242.718). 
As daims 2 and 3 depend from daim 1 . Applicant submits that these dalms are 
patentable for at least the same reason as daim 1 . 

Claims 5 and 6 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Inamura et al. in view of Goodridge et al. (U.S. Patent No. 
3,496.41 3). The Examiner correctly concedes that Inamura et al. fails to disclose that 
the outlet is an elongated slot and contends that Goodridge et al. shows an elongated 
slot as an outlet of a powder discharge device. The Examiner condudes that it would 
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have been obvious to modify the powder discharge device of Inamura et al. with the 
elongated slot taught in Goodridge et al. to "improve application effectiveness.- For the 
reasons stated below. Applicant respectfully disagrees. 

Claims 5 and 6 are patentable because there is no motivation or 
suggestion present in Goodridge et al. to modify Inamura et al. in the manner suggested 
by the Examiner. Instead, the Examiner has simply relied upon the Applicants claims 
as a blueprint to combine the references. Specifically, the Examiner alleges that 
Goodridge et al. teaches that a slotted chamber outlet would Improve the "effectiveness 
of application.' Contrary to the Examiner's allegation, a person of ordinary skill in the 
art would have found it unobvious to have substituted the slot arrangement of the 
secondary reference Goodridge et al. in the powder discharge device of Inamura et al., 
while retaining the other teachings germane to the operation of the powder-applying 
device. Specifically, the slot arrangement of Goodridge et al. would not Improve the 
powder application effectiveness of the Inamura et al. powder discharge device as. 
even were the opening slotted. It would still not be located adjacent to the interior 
surface of the hollow object or oriented to discharge powder transverse to the axis of 
rotation. Moreover, the Improvement in the "effectiveness of application" in Goodridge 
et al. does not result from the slot anangement but. instead, arises from positioning the 
V-shaped electrode (54) near an apex of a hood (52) so that "all of the powder is forced 
through the gap (58) between electrode segments." Therefore, even if the top panel of 
hood (52) overiying the electrode (54) were absent in its entirety, the gap (58) between 
the electrode segments, as best visible in Figs. 1-3 and 5 of Goodridge et al.. would 
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remain. Therefore, the mere alleged presence of a slotted opening In the hood (52). 
which may be identified with Applicant's claimed chamber, does not give rise to the 
advantage of "effectiveness of application" stated in Goodridge et al. Instead. 
Goodridge et al. asserts that forcing the powder through the gap (58) Improves the 
effectiveness of powder charging and. thereby, the "effectiveness of application." The 
Improvement in the -effectiveness of application" does not relate to a slotted outlet In a 
housing from which powder Is discharged. It is established that there must have been 
some teaching or suggestion in either one or both of the references, or knowledge 
generally available to one of ordinary skill in the relevant art tiiat would have led one 
skilled In ttie art to combine the relevant teachings of ttie references. As such a 
teaching or suggestion is absent from either Goodridge et al. or Inamura et al., the 
Examiner has failed to support a prima fec/e case of obviousness. 

Assuming, arguendo, that one combined inamura et al. and Goodridge et 
al. in ttie manner suggested by the Examiner, ttie resulting powder-applying apparatus 
would not Include all the elements of ttie powder-applying apparatus of claim 5. As 
discussed above, Inamura et al. does not disclose either placing the outiet of the 
powder discharge device Inside of the hollow object or orienting the outlet for 
discharging powder transverse to the axis of rotation. Goodridge et al. does not cure 
this deficiency. Thus, even if the two references were combined, tiie resulting device 
would not include every element of claim 5. For at least this reason. Applicant submits 
that dalm 5 and dalm 6 depending therefrom are patentable and that the rejectfon 
should be withdrawn. 
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Assuming, arguendo, that the elongated slot of Goodridge et al. were 
configured to extend parallel to the axis of rotation of the hollow object in Inamura et al., 
the stream of powder would not be directed toward the Inlet of the baffle upstream from 
the hollow object. Instead, the outlet would be oriented radially outward relative to the 
axis of rotation. As a result, the stream of powder would be radially directed relative to 
the axis of rotation and could not enter the baffle, much less enter the hollow object 
after traveling through the baffle and mbber pipe. Therefore, were Inamura et al. 
modified as suggested by the Examiner with the elongated slot of Goodridge et al. 
extending parallel to the axis of rotation, the resulting powder-applying apparatus would 
be rendered unsuitable for its intended purpose as the stream of powder would never 
reach the interior of the hollow object. This arrangement of elements would not serve to 
improve application effectiveness as alleged by the Examiner and. therefore, claims 5 
and 6 are patentable for this additional reason. 

Claims 8-1 1 and 13-15 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Inamura et al. and Gillette et al. further in view of Goodridge et al. 
and Bertellotti et al. (U.S. Patent No. 6.068.702). Claims 8 and 13 are the only 
independent claims from among the rejected claims. The Examiner contends that it 
would have been obvious to one of ordinary slclll In the art to have modified the powder- 
applying apparatus in Inamura et al. to have the powder discharge device disclosed by 
Gillette et al. in order to "minimize coating material loss and to improve cleanliness of 
the overall system." The Examiner further contends that it would have been obvious to 
one of orxllnary skill in the art to have modified the powder-applying apparatus of the 
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Inamura et al. and Gillette et al. combination to include the slot arrangement of 
Goodridge et al. to Improve "effecUveness of application." Finally, the Examiner 
contends that it would have been obvious to one of ordinary skill in the art to have 
modified the powder-applying apparatus of the Inamura et al.. Gillette et al.. and 
Goodridge et al. combination to Include the powder collection unit of Bertellotti et al. to 
"reduce coating material loss." Applicant respectfully disagrees vrtth the Examiner's 
contentions for the reasons set forth below. 

Independent claim 8 recites a chamber having an upper portion, a lower 
portion, and inclined walls that converge in a direction from the lower portion toward the 
upper portion. Positioned at the upper portion of the chamber is an outlet configured to 
direct at least one stream of the powder from the powder cloud out of the chamber. The 
outlet from which at least one stream of powder is directed out of the chamber is 
positioned at a location between the inclined walls. 

The Examiner has failed to provide a suggestion or motivation to combine 
the secondary reference Gillette et al. with Inamura et al. Specifically, the Examiner 
alleges that this combination would "minimize coating material loss and Id improve 
cleanliness of the overall system." Contrary to ttie Examiner's allegation, a person of 
ordinary skill in the art would have found it unobvious and difficult to substitute the 
powder discharge device of Gillette et al. In the powder-applying device of Inamura et 
al., while retaining the ottier teachings gemiane to the operatton of inamura et al.'s 
powder-applying device. Specifically, the resulting powder-applying apparatus would be 
rendered unsuitable for its intended purpose as the powder discharge device of Gillette 
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et al. would not physically fit within the Interior of the hollow object in Inamura et al. The 
Gillette et al. powder discharge device is held on a stand supported by the ground and 
would not be Insertable into the interior of a hollow object. Moreover, the Gillette et al. 
powder discharge device has a vertically oriented outlet. In contrast, the outlet of the 
inamura et al. powder discharge device is oriented horizontally. Were the outlet of the 
Gillette et al. powder dischaige device oriented horizontally rather than vertically and 
spaced horizontally from the entrance to the Inamura et al. hollow object by the baffle 
and rubber pipe as the Gillette et al. powder discharge device is too large to fit 
internally, undeposited powder would no longer be collected for minimizing coating 
material loss and improving cleanliness of the overall system. Instead, undeposited 
powder would merely deposit on the ground beneath the outlet and. hence, coating 
material loss would not be minimized and cleanliness would DQt be Improved. 
Therefore, for at least these reasons, the Examiner has failed to make a prima fade 

case of obviousness. 

The Examiner has also failed to provide a suggestion or motivation to 
modify the powder-applying apparatus of the Inamura et al. and Gillette et al. 
combination to include the slot arrangement of Goodridge et al. Specifically, the 
Examiner alleges that Goodridge et al. teaches that a slotted chamber outlet would 
Improve the "effectiveness of application." Contrary to the Examiner's allegation, a 
person of ordinary skill in the art would have found It unobvious to have substituted the 
slot arrangement of the secondary reference Goodridge et al. in the powder discharge 
device of the combination of Inamura et al. and Gillette et al., while retaining the other 
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teachings germane to the operation of the combined powder^pplying device. 
Specifically, the slot arrangement of Goodridge et al. would not Improve the pov^der 
application effectiveness of the Inamura et al. and Gillette et al. combination as. even 
were the opening slotted, there is not teaching to locate the opening adjacent to the 

Interior surface of the hollow object. MoiBOver, the Improvement in the "effectiveness of 
application- touted in Goodridge et al. does not result from the slot arrangement but. 
Instead, arises from positioning the V-shaped electrode (54) near an apex of a hood 
(52) so that "all of the powder is forced through the gap (58) between electrode 
segments." Therefore, even if the top panel of hood (52) overiying the electrode (54) 
were absent in its entirety, the gap (58) between the electrode segments, as best visible 
in Figs. 1-3 and 5 of Goodridge et al.. would remain. Therefore, the mere alleged 
presence of a stotted opening in the hood (52). which may be identified with Applicants 
claimed chamber, does not give rise to the advantage of -effectiveness of application- 
stated In Goodridge et al. Thus, for this additional reason the Examiner has failed to 
support a prima fec/e case of obviousness. 

Assuming, arguendo, that one combined Inamura et al.. Gillette et al., 
Goodridge et al. and BertellottI et al. In the manner suggested by the Examiner, the 
resulting apparatus would not include all the elements of the powder-applying apparatus 
of claim 8. Specifically. Inamura et al. does not disclose, teach or suggest placing ttie 
outlet of the powder discharge device Inside of ttie hollow object, as discussed above 
with regard to claim 1. Gillette et al., Goodridge et al. and Bertellotti et al. fail to remedy 
this deficiency of Inamura et al. Thus, even If all of these references were combined. 
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the resulting powder-applying apparatus would not Include every element of claim 8. 
For at least this reason. Applicant submits that independent claim 8 is patentable and 
that the rejection of claim 8. and claims 9-11 depending therefrom, should be 
withdrawn. 

Independent claim 13 further recites a powder collection area positioned 
outside the upper portion of the first chamber and a powder collection unit connected in 
fluid communication with the powder collecUon area collects excess powder that has not 
been applied to the object The Examiner contends that the powder collection unit of 
Gillette et al. Includes a powder collection area positioned outside of the first chamber. 
Applicant respectfully disagrees with the Examiner's contention for the reasons set forth 
below. 

Applicant submits that the Examiner has failed to provide a sufficient 
suggestion or motivation to make the suggested combination. Applicant incorporates by 
reference the discussion provided above with regard to the absence of a rationale for 
combining the secondary references with the primary reference to have rendered 
independent claim 8 obvious to a person of ordinary skill in the art. As the Examiner 
has failed to support a prima fade case of obviousness with regard to this combination. 
Applicants submit that claim 13 is patentable and that the rejection of daim 13. and 
claims 14 and 15 depending therefrom, should be withdrawn. 

Assuming, arguendo, that one combined Inamura et al.. Gillette et al., 
Goodridge et al.. and Bertellotti et al. In the manner suggested by the Examiner, the 
resulting apparatus would not Include all the elements of the powder-applying apparatus 
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Of dalm 1 3. Specifically, this combination of references does not disclose, teach or 
suggest a powder discharge device having an outlet positioned within the hollow object 
adjacent the interior surface nor a powder discharge device having an outlet oriented to 
discharge powder in a direction transverse to an axis of rotation about which the rotating 
mechanism is rotating the object and nomial to the outlet, as discussed above with 
regard to daim 1. Thus, even if all of these references were combined, the resulting 
powder-applying apparatus would not indude eveiy element of claim 13. For at least 
this reason. Applicant submits that independent claim 13 is patentable and that the 
rejection of claim 13. and daims 15 and 16 depending therefrom, should be withdrawn. 

Claim 15 stands rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Inamura et al.. Gillette et aL. Goodridge et al. and BertellottI et al. further in view of 
Osaka etal.(U.S. Patent No. 4.538.907). Claim 15 is patentable for at least the same 
reasons as independent dalm 1 3 from which it depends. 

Claims 7. 12 and 16 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable Inamura et al.. Gillette et al.. Goodridge et al. and Bertellotti et al. further 
in view of Fogal. Sr. et al. (U.S. Patent No. 4.958.587). these daims are patentable for 
at least the same reasons described above as the con^sponding independent daim 

from which each depends. 

In addition, daims 7. 12 and 16 are patentable for an additional reason. 
Specifically, the powder discharge device or chamber of Gillette et al. is not concerned 
with being inserted and removed from within the interior of a hollow object. Instead, the 
hollow object is positioned relative to the powder discharge device of Gillette et al.. 
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Which is supported by a stand. In other words, the powder discharge device of Gillette 
et al. is not configured to be moved relative to a hollow object and. in particular, is not 
configured to be positioned inside of a hollow obiecL It follows that, contrary to the 
Examiner's allegation, a person of ordinary skill in the art would find it unobvlous and 
difficult to introduce the ability to move the powder discharge device from a position 
outside the hollow object to a position within the hollow object if the powder discharge 
device taught by Gillette et al. is combined with the powder-applying device of Inamura 
et al. Therefore, for this reason alone the Examiner has failed to support a prima fade 
case of obviousness. 

CONCLUSION 

Applicants have made a bona fide effort to respond to each and every 
requirement set forth in the Office Action. In the event that any Issues remain 
outstanding, the Examiner is invited to contact the undersigned to expedite Issuance of 
this application. 

Applicants do not believe fees are due in connection with filing this 
communication. If. however, additional fees are necessary as a result of this 
communication, the Commissioner Is hereby authorized to charge any 
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under-payment or fees assodated with this communication or credit any over-payment 


to Deposit Account No. 23-3000. 


2700 Carew Tower 
441 Vine Street 
Cincinnati. OH 45202 
(513) 241-2324 (voice) 
(513) 421-7269 (facsimile) 


Respectfully submitted, 

WOOD, HERRON & EVANS, L.L.P. 


Kevin G. 
Reg. No. 
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